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DETAILED ACTION 

Finality 

In view of the appeal brief filed on 12/6/2007, PROSECUTION IS HEREBY 
REOPENED. Rejections are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

Claim Objections 

Claim 29 is objected to because of the following informalities: In line 26, 
applicant has already acknowledged that "hood" should be --hook--, but is reminded to 
make this change in a subsequent claim submission. Appropriate correction is required. 

For claim 29, line 2 in the preamble, it is also suggested to add the word "bone" 
after "upper arm" to read -proximal upper arm bone- to make the claim terminology 
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consistent throughout the body of the claim and to establish the intended environment 
of the stabilizing device. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herzberg (US Patent 4,988,350) in view of Carter (US Patent 5,006,120). 

Herzberg discloses an implant plate (Fig. 17, 20) for stabilizing a fracture having 
a plate member (20) with holes (26) for bone screws (see Col. 7, lines 25-35) located on 
both the head and shaft portion, at least one receiving member (129) for receiving 
flexible cerclage wires (see Col. 9, lines 55-60) and wherein these receiving members 
face away from bone (as shown in the side profile in Fig. 18) and is considered hook- 
like and also is substantially circular. The notches allow for passage and tightening of 
suture material after the plate has been secured. Fig. 17 appears to be a one-piece 
plate and the plate further has a head end (25a) as well as a shaft end (24) that is 
narrower than the head end. The head and shaft portions are designed to be placed 
against the bone and further capable of being placed against upper arm head bone and 
also proximal upper arm bone. It is noted that Herzberg also mentioned that the implant 
plate may be made from any of a number of suitable materials. With regards to the one- 
piece plate being cut or punched from a metallic strip material, this is considered a 
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product by process. "Even though product-by-process claims are limited and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on the method of it production. If the product 
in the product-by-process claim is the same as or obvious from the product of the prior 
art, the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
A copy of Herzberg is shown below. 



Fig.17 




125 25a 



129. 
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Herzberg discloses the claimed invention except for specifically a suitable 
material that is implant steel or titanium, the plate being bent, or the plate having a 
uniform thickness that ranges from 0.5mm to 6.5mm or from 0.8-3. 5mm. Carter shows a 
fracture fixation plate that is bent (see 22, and also Col. 2, lines 50-60). Besides having 
a plate shape based on it's suitability, Carter discloses that this shape modification 
allows it to better fit the target bone area. Additionally, Carter discloses that a plate may 
also be between 2-3mm and that the plate may be made of any known biocompatible 
material such as titanium or stainless steel. It would have been obvious to one having 
ordinary skill in the art to construct the device of Herzberg having specifically a suitable 
material that is implant steel or titanium, the plate being bent, or the plate having a 
uniform thickness that ranges from 0.5mm to 6.5mm or from 0.8-3.5mm in view of 
Carter so that the plate can have optimum fit in the target area and also have proper 
biocompatibility. 

Response to Arguments 

Applicant's arguments with respect to claims 29-31 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES L. SWIGER III whose telephone number is 
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(571)272-5557. The examiner can normally be reached on Monday through Friday, 
9:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JAMES L SWIGER/ 
Examiner, Art Unit 3775 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



